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DETAILED ACTION 

Election/Restrictions 

Applicant's election with traverse of Group I claims 1-9, 17-22 and 26-30 in the 
reply filed on 10 April 2008 is acknowledged. The traversal is on the ground(s) that the 
subject matter of all claims 1-32 is sufficiently related that a thorough search for the 
subject matter of any one group would encompass a search for the subject matter of the 
remaining claims. As evidence of this, Applicant points out that groups I and II are 
classified in the same class, although group III is ignored in this argument. This is not 
found persuasive because the fact that groups are classified in the same class does not 
mean that a thorough search for the subject matter of one group would encompass a 
thorough search for the other groups. A class contains hundreds of subclasses where 
the search is defined, and as pointed out in the restriction requirement, groups I and II 
would be classified in different subclasses of class 264. In addition, a proper search 
includes other methods such as keyword searching which would be different for groups 
I and II based on the different subject matter. Therefore, it would be a serious burden to 
search and examine all of claims 1-32. 

The requirement is still deemed proper and is therefore made FINAL. 
Specification 

The lengthy specification has not been checked to the extent necessary to 
determine the presence of all possible minor errors. Applicant's cooperation is 
requested in correcting any errors of which applicant may become aware in the 
specification. 



Application/Control Number: 10/812,070 Page 3 

Art Unit: 1791 

It is noted that the specification appears to be a direct translation from a foreign 
language, and Applicant's assistance is requested in ensuring that the specification 
(including the claims) is in proper idiomatic English. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-9, 17-22 and 26-30 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

Claim 1 recites that the gripping portion be disposed "at a position so as to orient 
in a direction crossing the constant extrusion direction" (last two lines). It is unclear 
what is meant by this phrase as it is not explained how the orientation is determined or 
what a "direction crossing a direction" means. 

Similarly, claims 17 and 26 recite disposing the gripping portion in a direction 
crossing a supply direction, it is not clear what this means and where the gripping 
portion should be placed. 

Claim 3 refers to the heat distortion temperature of the resin, it is unclear what 
this temperature is or how it is determined based on the specification. 

Claims 4, 18 and 26 recite the limitation "the other part". There is insufficient 
antecedent basis for this limitation in the claim and it is unclear what this other part of 
the member means. 
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Claims 20, 28 and 29 recite performing an operation in accordance with a 
predetermined program. It is unclear what this program is, how it is determined and 
how the recited operations are carried out in accordance with it. 

The remaining claims are rejected under 35 U.S.C. 112, second paragraph, 
based on their dependence from one of the claims discussed above. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-4 are rejected under 35 U.S.C. 102(b) as being anticipated by Otagawa 
(US Patent 4,982,486). 

Otagawa discloses a method of making a resin molding for use on vehicles. 
Otagawa discloses that the process involves extruding a resin body through known 
techniques (including the use of a sizer), followed by allowing the resin to at least 
partially harden, and performing an axial bend (Col 3 line 42 - Col 4 line 20). 

Referring to claim 2, the molding would have to be bent while at an elevated 
temperature in order for the bending to result in a final piece having such a bend, as is 
known to those in the art. If this were done using residual heat from the molding 
process (that is, while it is cooling, as appears to be the case in Otagawa since it is not 
stated that the molding is cooled and reheated during the recited processing steps) this 
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would result in the temperature inside being higher than the temperature on the surface 
(since the molding would cool from the outside inward). 

Referring to claim 4, the bent molding of Otagawa has a radius of curvature that 
is different at different points of the molding (as shown in Fig 2). 

Referring to claim 6, Otagawa discloses that after bending the body is water 
cooled during sizing (i.e., compulsory cooled) (Col 4 lines 50-55). 

Referring to claim 9, while the specific action performed by the bender in 
Otagawa is not disclosed, it would have necessarily had to have performed at least two 
of the steps recited in claim 9 to achieve the product shown in Fig 2. This is because if 
at least two of these steps are not performed the piece depicted in the figure could not 
have been made having such a shape while maintaining the constant angle of the cross 
section as is shown. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 
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2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

Claims 8, 17-22 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Otagawa. 

Otagawa is relied upon as discussed above. 

Referring to claim 8, Otagawa discloses that the molding be cut to length then 
bent. However, it would have been obvious to one of ordinary skill in the art that the 
selection of any order of these steps could have been effective, absent a showing of 
unexpected results. This would have been obvious because it appears that each step 
performs the same function in Otagawa and in the current invention, and that the 
performance of that step is not dependant on the other step being performed first. 
Specifically the bent body could be cut to size in the same manner that an uncut body 
could be, and a cut body could be bent in the same way as an uncut body. See In re 
Burhans, 154 F.2d 690, 69 USPQ 330 (CCPA 1946) (selection of any order of 
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performing process steps is prima facie obvious in the absence of new or unexpected 
results). 

Referring to claim 17, Otagawa discloses that a first body be formed (stainless 
steel web) followed by passing it through an extrusion die, the resulting body is then 
bent. However, it would have been obvious to one of ordinary skill in the art that the 
selection of any order of these steps could have been effective, absent a showing of 
unexpected results. This would have been obvious because it appears that each step 
performs the same function in Otagawa and in the current invention, and that the 
performance of that step is not dependant on the other step being performed first. 
Specifically the bent stainless steel sheet could be passed through the extrusion die to 
have a resin part formed on it in the same manner that an uncut sheet could be, and a 
stainless steel sheet with the resin already molded to it could be bent in the same way 
as a sheet without the resin molded on to it. See In re Burhans, 154 F.2d 690, 69 
USPQ 330 (CCPA 1946) (selection of any order of performing process steps is prima 
facie obvious in the absence of new or unexpected results). 

Referring to claims 18, 19 and 20, these limitations have been addressed above 
in the rejections under 35 USC 102(b) of claims 4, 9 and 6 respectively, and are 
reasserted here. 

Referring to claim 22, Otagawa discloses that the first member be a stainless 
steel (metal) strip that has been roll-formed (Col 3 lines 42-44). 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to RUSSELL J. KEMMERLE III whose telephone number 
is (571)272-6509. The examiner can normally be reached on Monday through 
Thursday, 7:00-5:00 EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steven Griffin can be reached on 571-272-1 189. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Steven P. Griffin/ 

Supervisory Patent Examiner, Art 

Unit 1791 

/R. J. KV 

Examiner, Art Unit 1791 



